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DETAILED ACTION 

Claim Rejections - 35 USC §112 

1. The following is a quotation of the first paragraph of 35 U.S. C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

2. Claims 41-45 and 52 are rejected under 35 U.S.C. 112, first paragraph, as failing 
to comply with the written description requirement. The claim(s) contains subject matter 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. Claim 41 limits "a second finishing unit tiltable 
about a second axis that is substantially parallel to the central axis of the finishing 
machine, and a third finishing unit tiltable about a third axis, wherein the second axis 
and the third axis are configured to form an acute angle". This is new matter. While 
applicant has disclosed an embodiment where the second and third axes form an acute 
angle, there is no disclosure that the second angle is parallel with the central axis of the 
machine. The embodiment disclosed has both axes at an angle to the central axis of 
the machine. Claim 52 limits the frequency converters to providing power to the 
propelling unit and finishing units, however, as disclosed, see page 14, the converters 
do not supply power as claimed, but individually control the speed of the drive wheels 
200 and the finishing units, (note that in line 24, 200 refers to drive wheels, where it 
should refer to drive motor). 

3. The following is a quotation of the second paragraph of 35 U.S.C. 1 12: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

4. Claim 52 is rejected under 35 U.S.C. 112, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which applicant 
regards as the invention. Claim 52 is rejected under 35 U.S.C. 112, second paragraph, 
as being incomplete for omitting essential structural cooperative relationships of 
elements, such omission amounting to a gap between the necessary structural 
connections. See MPEP § 2172.01 . The omitted structural cooperative relationships 
are: the relationship between the engine and generator with the frequency converters. 
As disclosed, the converters do not supply power to the finishing units and propelling 
unit, the converters control the speed of the drive wheels and finishing units. As such, 
the scope of this claim cannot be readily determined. 

Claim Rejections - 35 USC § 102 

5. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1 ) an application for patent, published under section 1 22(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

6. Claims 22-40, 46-51 and 53 are rejected under 35 U.S.C. 102(e) as being clearly 
anticipated by Palushi, 7,261 ,623. '623 discloses the claimed invention. Please refer to 
figures 29-34, and column 12, lines 5 through column 14, lines 51 . Note that the 
finishing units have been defined has having motor driven finishing elements in the form 
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of discs, see figure 3. Regarding claim 53, '623 discloses at least one drive wheel and 
at least one pivot (caster) wheel, see column 12, lines 12-22 and lines 66-67. Caster is 
defined as "any of a set of wheels or rotating balls mounted in a swivel frame and used 
for the support and movement of furniture, trucks, and portable equipment" 1 . 

Claim Rejections - 35 USC § 103 

7. The following is a quotation of 35 U.S.C. 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

8. Claims 41-43, and 45 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Palushi, 7,261,623. Regarding claim 41, '623 discloses the claimed invention does 
not disclose the claimed orientation of the third unit. It would have been obvious to one 
having ordinary skill in the art at the time the invention was made to have provided '623 
with a third unit positioned such that it is tiltable about an axis that forms an acute angle 
with the second unit, since it has been held that rearranging parts of an invention 
involves only routine skill in the art. In re Japikse, 86 USPQ 70. Here, one of ordinary 
skill would have found it obvious to have positioned the second and third units as 
claimed, for the predictable result of narrowing the footprint of the apparatus. 

9. Claims 29 and 44 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Palushi, 7,261 ,623 in view of Legatt, 6,450,867. '623 does not disclose each of the 



1 Merriam-Webster Online Dictionary copyright © 2009 by Merriam-Webster, Incorporated 



Application/Control Number: 10/589,070 Page 5 

Art Unit: 3727 

finishing units provided with an actuating mechanism for adjusting a degree of tilting of 
the unit relative to the frame. In a similar apparatus, '867 teaches that it is old and well 
known to provide a finishing unit of a surface treating device with an actuating 
mechanism for adjusting a degree of tilting of the unit relative to the frame of the device. 
It would have been obvious to one of ordinary skill in the art to have provided '623 with 
the actuator taught by '867, column 7, lines 9 through column 8, lines 20, for the 
predictable result of controlling the degree of tilting of the units. 
10. Claim 52 is rejected under 35 U.S.C. 103(a) as being unpatentable over Palushi, 
7,261 ,623 in view of Brogden, 5,070,656 and Langer, 5,581 ,863. '623 does not 
disclose that the finishing tool comprises an internal combustion engine, a generator, 
and frequency converters to supply power to the propelling units and finishing units. In 
a similar apparatus, '656, teaches driving a finishing unit with a fork lift truck that is 
powered by an internal combustion engine and a generator to provide electric power to 
drive the truck, and the finishing unit, see column 2, lines 40 through column 3, lines 36, 
allowing the production of electrical energy. It would have been obvious to one of 
ordinary skill in the art to have provided '623 with the engine and generator of '656, for 
the predictable result of driving the finishing units and propelling unit. Regarding the 
use of frequency converters, '623 does not disclose the use of such to power the 
finishing or propelling units. '863, in a device for driving a plurality of individual 
machining devices, teaches that it is old and well known to use frequency converters 
with an electrical generator to control the speed of each individual motor. It would have 
been obvious to one of ordinary skill in the art to have provided '623 with the frequency 
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converters taught by '863, column 2, lines 10-29 for the predictable result of controlling 
individual motors simultaneously. 

1 1 . Claim 54 is rejected under 35 U.S.C. 103(a) as being unpatentable over Palushi, 
7,261 ,623 in view of Beckett et al, 5,643,047. '623 does not disclose the use of an 
image-generating device operably connected to the machine for inspecting the work 
surface in real time. Please note that the term "image-generating device" is extremely 
broad in scope. As such, in a similar device, '047, column 3, lines 16-26, teaches the 
use of an image-generating device in the form of a plotting device that with the 
controlling computer provide real time graphing of the work surface as compared to a 
preprogrammed surface contour. It would have been obvious to one of ordinary skill in 
the art to have provided '623 with the image-generating device of '047, for the 
predictable result of monitoring the surface in real time. 

Conclusion 

12. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Other similar devices are cited of interest. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Maurina Rachuba whose telephone number is 571 272 
4493. The examiner can normally be reached on Monday-Friday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Monica Carter can be reached on 571 272 4475. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 



/M. Rachuba/ 

Primary Examiner, Art Unit 3727 



